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1 . The 112 claim rejections are maintained. 

2. The indicated allowability of original claim 16 is withdrawn in view of the newly 
discovered references to Schuster (US 3,664,905), Sweeney (US 5,268,226) and 
Holmquest et al (US 5,679,432). Rejections based on the newly cited references 
follow. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification slnall contain a written description of the invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 34 is rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. The short fibers with a shape of a truss 
embedded in the foam layer by interlacing the short fibers through a needle 
punch is critical or essential to the practice of the Invention, but not included in 
the claim(s) is not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 
188 USPQ 356 (CCPA 1976). 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 35 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. As the short fibers are comprised of a 
synthetic fiber and a natural fiber, it is unclear that the short fibers and the 
foamed material could have been made of the same material. It is suggested 
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that the synthetic fiber and the foamed material made from the same resin 
material for purpose of clarity. 

7. The 112 claim rejections have been maintained because nothing has been 
discussed in the response to show that Applicant has disagreed with the 
Examiner on the 112 rejections of claims 12, 13, 30 and 31 made in the 

1 2/1 8/2007 Office Action. Note that claim 34 is a combination of original claims 
12 and 30 and claim 35 is a combination of original claims 13 and 31. 
Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 32-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Luciano et al (US 4,357,386) in view of Frank (US 5,093,967) and Schuster (US 
3,664,905). Luciano teaches a composite papermaker felt made up of a 
needled bottom layer of staple fibers, a base layer 12, a particle foam layer 14 
and a needled top layer of staple layer 12 as shown in figure 5. The foam layer 
includes of discrete polyethylene foam particles (column 3, lines 40-45). The 
staple fibers are composed of polyolefin fibers and jute fibers (column 3, lines 55- 
60). The base layer can be a multilayered woven material (column 3, lines 30- 
33). One of the layers of the multilayered woven material reads on Applicant's 
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fabric. All of the layers are integrated and consolidated into a single uniform 
fabric by needling (column 4, lines 1-10, and 20-25). Luciano does not 
specifically disclose the staple fibers embedded in the foam layer in a shape of a 
truss. However, it appears that Luciano uses the same need punching to 
penetrate the fibers into the foam layer as Applicant, therefore, it is not seen that 
the fibers could not have been embedded in the foam layer in a shape of a truss 
as set forth in the claims. Luciano does not teach that the polyolefin fiber is a 
combination of polypropylene fiber and polyethylene fiber. Frank, however, 
teaches the use of a needle-punched non-woven layer comprising 60-80 wt% 
polyethylene fibers and 20-40 wt% polypropylene fibers for increasing the 
adhesion bonding between the fiber layers and a substrate. Frank discloses that 
the polyethylene fibers are used as low melting point fibers and polypropylene 
fibers as reinforcing fibers. The polyethylene fibers are molten while leaving the 
polypropylene fibers unaffected when the material is run through an air thermal 
bonding oven, providing an improved adhesion strength between the fiber layer 
and the substrate (column 6, lines 45-65). That is reasonably pertinent to the 
particular problem with which the applicant was concerned. Applicant uses the 
fiber layer comprising the low melting point polyethylene fibers in combination 
with polypropylene fibers for increasing the adhesion strength between the foam 
and fiber layer. Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use polyolefin fibers that are 
a combination of polypropylene fibers and polyethylene fibers with a mixed ratio 
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as taught by Frank motivated by the desire to provide an increased adhesion 
strength between the fiber layer and the foam layer. 

Luciano does not teach the papermaking felt further coated with a cement 
layer. Schuster, however, teaches a web suitable for use as papermakers' felt 
comprising a plurality of fibrous batts and an adhesive coating to the surface of at 
least one side of the web (abstract). The adhesive layer reads on the claimed 
cement layer. Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to apply an adhesive layer to at 
least one surface of the web motivated by the desire to provide improved 
adhesion strength between the fibers, thereby increasing the web stability. 

Luciano as modified by Frank and Schuster does not specifically disclose 
the processing steps as set forth in the claims. However, they are product-by- 
process limitations not as yet shown to produce a patentably distinct article. It is 
the examiner's position that the article of Luciano/Frank/Schuster is identical to or 
only slightly different than the claimed article prepared by the method of the 
claim, because both articles are formed from the same materials, having 
structural similarity. Even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or an 
obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process. In re Thorpe, 227 USPQ 964, 966 
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(Fed. Cir. 1985). The burden has been shifted to the applicant to show unobvious 
differences between the claimed product and the prior art product. In re Marosi, 
218 USPQ 289,291 (Fed. Cir. 1983). It is noted that if the applicant intends to 
rely on Examples in the specification or in a submitted Declaration to show non- 
obviousness, the applicant should clearly state how the Examples of the present 
invention are commensurate in scope with the claims and how the Comparative 
Examples are commensurate in scope with Luciano/Frank/Schuster. 

A preamble phrase "an automobile interior material" or "a construction 
sheet" is generally not accorded any patentable weight where it merely recites 
the purpose of a process or the intended use of a structure, and where the body 
of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 
535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Krvpa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951). 
10. Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sweeney (US 5,268,226) in view of Frank (US 5,093,967) and Holmquest et al 
(US 5,679,432). Sweeney teaches a composite material comprising a foam core, 
a needle punched non-woven fabric of polypropylene and a coating of a 
cementitious slurry that is continuous throughout the fibers of the non-woven 
fabric and the foam core (abstract, figures 2-3). Sweeney discloses the foam 
core made from expanded polystyrene particles. Sweeney does not specifically 
disclose the non-woven fabric formed from a combination of polypropylene and 
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polyethylene fibers. Frank, however, teaches the use of a needle-punched non- 
woven layer comprising 60-80 wt% polyethylene fibers and 20-40 wt% 
polypropylene fibers for increasing the adhesion bonding between the fiber layers 
and a substrate. Frank discloses that the polyethylene fibers are used as low 
melting point fibers and polypropylene fibers as reinforcing fibers. The 
polyethylene fibers are molten while leaving the polypropylene fibers unaffected 
when the material is run through an air thermal bonding oven, providing an 
improved adhesion strength between the fiber layer and the substrate (column 6, 
lines 45-65). That is reasonably pertinent to the particular problem with which 
the applicant was concerned. Applicant uses the fiber layer comprising the low 
melting point polyethylene fibers in combination with polypropylene fibers for 
increasing the adhesion strength between the foam and fiber layer. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use polyolefin fibers that are a combination of 
polypropylene fibers and polyethylene fibers as taught by Frank motivated by the 
desire to provide increased adhesion strength between the fiber layer and the 
foam layer. 

Sweeney does not specifically teach the composite material comprising a 
foam core made from expanded polypropylene foam. Holmquest, however, 
teaches a composite material comprising a foam core and a fiber-reinforced 
plastic matrix wherein the foam core includes expanded polystyrene foam, 
expanded polyethylene foam, expanded polypropylene foam. Therefore, it would 
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have been obvious to one having ordinary skill in the art at the time the invention 
was made to use expanded polypropylene foam as a foam core of Sweeney 
because expanded polypropylene foam and expanded polystyrene foam have 
been shown in the art to be recognized equivalent insulative foam core that is 
lightweight, high strength and crack resistant. 

Sweeney as modified by Frank and Holmquest does not specifically 
disclose the processing steps as set forth in the claims. However, they are 
product-by-process limitations not as yet shown to produce a patentably distinct 
article. It is the examiner's position that the article of Sweeney/Frank/Holmquest 
is identical to or only slightly different than the claimed article prepared by the 
method of the claim, because both articles are formed from the same materials, 
having structural similarity. Even though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or an 
obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process. In re Thorpe, 227 USPQ 964, 966 
(Fed. Cir. 1985). The burden has been shifted to the applicant to show unobvious 
differences between the claimed product and the prior art product. In re Marosi, 
218 USPQ 289,291 (Fed. Cir. 1983). It is noted that if the applicant intends to 
rely on Examples in the specification or in a submitted Declaration to show non- 
obviousness, the applicant should clearly state how the Examples of the present 



Application/Control Number: 10/538,909 Page 9 

Art Unit: 1794 

invention are commensurate in scope witli tlie claims and liow tlie Comparative 
Examples are commensurate in scope with Sweeney/Frank/Holmquest. 

A preamble phrase "an automobile interior material" or "a construction 
sheet" is generally not accorded any patentable weight where it merely recites 
the purpose of a process or the intended use of a structure, and where the body 
of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 
535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kmpa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951). 

Conclusion 

1 1 .Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hal Vo whose telephone number is (571) 272- 
1485. The examiner can normally be reached on Monday through Thursday, 
from 9:00 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Rena Dye can be reached on (571) 272-3186. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



/Hai Vo/ 

Primary Examiner, Art Unit 1794 



